APPLICATION NO. 1 FILING DATE 



* 




UNITED STA™ DEPARTMENT OF COMMERCE 
Patent and Trademark Office 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington, D.C. 20231 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



r 



EXAMINER 




DATE MAILED: 



Pleas. And below and/or attached an Office commun.cation concerning this appHcation or 

proceeding. 

Commissioner of Patents and Trademarks 




PTO-90C (R«v. 2/95) 

*U S. GPO: 1997-422-198/60031 



1- File Copy 




Office Action Summary 



Application No. 
Examiner A 



Applicants, . . 



Group Art Unit 

[%09 



Respons,ve to communicat.on(s) filed on 
i This action is FINAL. prosecution fls t0 the merits is closed 



5 month(s). or thirty days, whichever 



A shortened statutory period for response to this action jf ^ period for response will cause the 

?s ZTuo, the mailing date of th i, 5 CO-un, S; ^ujb^.^ ^ ^ obtained yn(Jer the pr0VlS)0ns of 
application to become abandoned. (35 U.S.C. 
37 CFR 1.136(a). 
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is/are pending in the application, 
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is/are allowed. 
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is/are objected to. 



are subject to restriction or elect.on requirement. 
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<! see tne au ^ ^ ^ Examiner . 
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, j The specification is objected to by the Examiner, 
.j The oath or declaration is objected to by the Exam.ner. 

Priority under 35 U.S.C. I 119 ^ 3& y s c § , , 9(aHd) . 

i Acknowledgement is made of a claim 'oi a ... mont<5 have been 

j A 7 nsome* DNone of the CERTIFIED copies of the pnonty documents have 

□ received. 

r j rece ived in this national stage aw»y>v 

♦Certified copies not received: — — ""777777 § , ^ 9(e ). 

♦ nf a claim for domestic priority under 35 U.b.u 3 
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The following is a quotation of the first paragraph of 35 

U.S.C. § 112: 

h«t, «v.»n contain a written description of the 

Se^a^anfshalfs^rforth tL best mode contested by 
the inventor of carrying out his invention. 

The specification is objected to under 35 U.S.C. § 112, 
first paragraph, as failing to adequately teach how to make 
and/or use the invention, i.e. failing to provide an enabling 
disclosure . 

Claim *** are rejected under 35 U.S.C. § 112, first 
paragraph, for the reasons set forth in the objection to the 

specification. 

The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. § 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless -- 

ITHIT rtSs'counSy, more ?han one year prior to the 
date of application for patent m the United States. 

Claims 1-8 and 10-30 are rejected under 35 U.S.C. § 102(b) 
as being clearly anticipated by Rose. 

Rose discloses the separation of PNA/nucleic acid complexes 
by capillary electrophoresis that reads on the above claims. 

Claim 31 is rejected under 35 U.S.C. § 102(e) as being 
clearly anticipated by Wilding et al . 

Wilding et al . discloses microchip apparatus practice that 
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includes injection detection and separation zones on the chip 

which reads on instant claim 31. 

The following is a quotation o£ 35 O.8.C. S 103 which forms 
the basis for all obviousness rejections set forth in this Office 

action : 

A patent may not be obtained though the i-ention i, . not 
identically disclosed °£/^ribed as £t^«t ct 
102 of this title, if the < . d " I ^; e "S"_ rior art are such that 
r te Ve=f matter* ^lZltte^"e°LZ\^iou S at the 
Sme^inve^ion wl/made to aperson taving or inary 

KtentaEiXt/sL^ nT ^negatlveSVthe manner in which 

the invention was made. 

subject matter developed ^another person . ^^J 2 

M ^ i0r f a tL OT shan not prlcSe "patentability under this 
of this title, snail nou pj-e^x * claimed invention 

section where the ^er^and mSl 'owned by the same 
person or sublet to an obligation o£ assignment to the same 



person. 



This application currently name, M°^™Tc. Wo*. 
considering patentability of the claims unae vario us 
the examiner Presumes that th e s ubjec t ma tte 

claims was common ly owned at the time any con App iicant 
therein were made absent any evioenw out 
is advised of the obligation unde r 37 FX § ^ 
the inventor and invention dates of each claim t ^ order 

commonly owned at the time a at er invent 10 ^ t±al 35 

for the examiner to consiaer cne <*ff j 
U I.C. § 102(f) or (g) prior art under 35 U.S.C. § 103. 

Claim 9 is rejected under 35 U.S.C. § 103(a) as being 

unpatentable over Rose. 

Rose motivates the capillary electrophoresis method of 
separating PNA/DNA complexes from single stranded polymers. The 
examples show short oligomers but the generic disclosure as 
discussed in the INTRODUCTION would suggest and motivate someone 
of ordinary skill in the art to utilize this technique for any 
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polymer length that is desired given the proper gel in the 
capillary of which many are well known in the art. Thus, the 
instant invention would be obvious to someone of ordinary skill 
in the art at the time of the instant invention given the 

disclosure of Rose. 

No claim is allowed. 

_ j ^v^o anniirat-ion mav be submitted to Group 
Papers related to this application may^ ^ ^ 

1800 by facsimile transmission. **** r Mall i. The 

1800 via the PTO Fax Center " JotiSs published in 

faxing of such papers must ^^^Sb^^f^H,^ H56 OG 61 
the Official Gazette 109 OG 30 ^ovember^ , 2 ^ ^ ^ 

C " e 6(d)i. 19 The'cMfFax 5 CeS?er number is either (703) 305- 
7401 or (703) 305-3014. 

Anv inauiry concerning this communication or earlier 
co^SL S^^l^^l? $0% 30.-38*, 

£f S^can'nor^Uy ^ rLoLd on Monday-Friday from 8 A.M. 

to 4 P.M. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, W. Gary Jones, 
reached on (703) 308-1152. 

Anv inauiry of a general nature or relating to the status of 
this application shoul! be directed to the Chemical Matrix 
receptionist whose telephone number is (703) 308-0196. 
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